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Trademark Opposition 91186018 --IN-N-OUT BURGERS v. Brian and Sandra Quaglia
Friday, April 10, 20098:26 PM

From: "Edward Ansell" <anselaw@verizon.net>

To: "Brian Quaglia" <brianq@whydesign.com>

Bee: "Arnie M. Wensinger" <AWensinger@innout.com>, "Rachel Blake" <rblake@innout.com>

QUAGLIARULES.pdf (451KB)

Dear Mr.Quaglia:

This is a follow-up to our telephone conversation of Friday, April 10, the
purpose of which was to conduct the mandatory Discovery Conference, set forth in the schedule at
page 7 of the 12-page Opinion by the Trademark Trial and Appeal Board, mailed on April 3, 2009.
The deadline for the Conference was designated as April 11, which is Saturday, and that is why I

phoned you on the10th. This requirement also applies to Sandra Quaglia, the owner of an undivided
interest in your trademark application.

Since you said you didn't know what my call was about, I agreed to send you an explanatory
email. As more fully set forth in Trademark Rule 2. 120(a)(2), a copy of which is attached, the Board
Order instituting the Opposition directs the parties to discuss the following topics as part of the
Discovery Conference:

1. The nature of and basis for their respective claims and defenses;

2. The possibility of settling the case or at least narrowing the scope of claims or defenses; and

3. Arrangements relating to disclosures, discovery, and introduction of evidence at trial.

Please pass this information on to Sandra Quaglia as I will call again on Monday, April 13. I
hope you will find this information helpful.

Sincerely yours,

/Edward-O-AR"eIJI -----
In-N-Out Burgers

v.

Brian & Sandra Quaglia
Opposition 91186018

Exhibit A

CONFIDENTIALITY NOTICE: The information and all attachments contained in this electronic communication

are legally privileged and confidential information, subject to the attorney-client privilege and intended only for

http://us.mc841.mai1.yahoo.com/mc/showMessage?fid=I OB&sort=date&order=down&sta ...4120/2009



Trademark Opposition 91186018 -- IN-N-OUT BURGERS v. Brian and Sandra Quaglia -... Page 2 of2

the use of the intended recipients. If the reader of this message is not an intended recipient, you are hereby
notified that any review, use, dissemination, distribution or copying of this communication is strictly prohibited.
If you have received this communication in error, please notify us immediately of the error by return email and
please permanently remove any copies of this message from your system and do not retain any copies,
whether in electronic or physical form or otherwise.

http://us.mc841.mail.yahoo.com/mc/showMessage?fid=IOB&sort=date&order=down&sta ... 4/20/2009



2.120(a)(2)

P & T -92

November I. 2007

PATENT AND TRADEMARK CASES -
RULES OF PRACTICE IN TRADEMARK CASES

(2) The discovery conference shall occur no later than the opening of the
discovery period, and the parties must discuss the subjects set forth in
Federal Rule of Civil Procedure 26(t) and any subjects set forth in the
Board's institution order. A Board Interlocutory Attomey or
Administrative Trademark Judge wiB participate in the conference
upon request of any party made after answer but no later than ten days
prior to the deadline for the conference. The participating attorncy or
judge may cxpand or reduce the number or nature of subjects to be
discllssed in the conference as may be deemed appropriatc. Thc
discovery period will be set for a period of ISO days. lnitial
disclosures must be made no later than thirty days after the opening of
the discovery period. Disclosure of expert testimony must occur in the
manner and sequence provided in Federal Rule of Civil Procedure
26(a)(2), unless alternate directions have been provided by the Board
in an institution order or any subsequent order resetting disclosure,
discovery or trial dates. If the expert is retained after the deadline for
disclosure of expert testimony, the party must promptly file a motion
for leave to use expert testimony. Upon disclosure by any party of
plans to use expert testimony, whether before or after the deadline for
disclosing expert testimony, the Board may issue an order regarding
expert discovery and/or set a deadline for any other party to disclose
plans to use a rebuttal expert. The parties may stipulate to a
shortening ofthe discovery period. The discovery period may be
extended upon stipulation of the parties approved by the Board, or
upon motion granted by the Board, or by order of the Board. Ifa
motion for an extension is denied, the discovery period may remain as
originally set or as reset. Disclosure deadlines and obligations may be
modified upon written stipulation ofthe parties approved by the
Board, or upon motion granted by the Board, or by order of the
Board. If a stipulation or motion for modification is denied, disclosure
deadlines may remain as originally set or reset and obligations may
remain unaltered. The parties are not required to prepare or transmit
to the Board a written report outlining their discovery conference
discussions, unless the parties have agreed to aIter disclosure or
discovery obligations set forth by these rules or applicable Federal
Rules of Civil Procedure, or unless directed to file such a report by a
participating Board Interlocutory Attorney or Administrative
Trademark Judge.

-20090 -

,.~)2007, Institute of Management and Administration, Inc.-
Published by Pike& Fischer



Re: Trademark Opposition 91186018 -- IN-N-OUT BURGERS v. Brian and Sandra Quag ... Page 1 of2

\.---
verizon

Re: Trademark Opposition 91186018 -IN-N-OUT BURGERS v. Brian and Sandra Quaglia
Sunday, April 12, 2009 3:19 PM

r.om: "brianq@whydesign.com" <brianq@whydesign.com>
To: "Edward Ansell" <anselaw@verizon.net>

I WAS TOLD THAT WE HAD SBMITTED A LETTER TO YOU SOME TIME AGO SAYING WE ARE NOT
ARGUING THE POINT.; THIS ITEM WE ARE NOT EVEN PROCEEDING WITH AND HAVE NOT
PRODUCED ANYTHING ... ITS A DICE GAME. AND IT HAS NEVER BEEN MADE IT WAS ONLY AN IDEA A
LONG TIME AGO.
8

On Apr 10, 2009, at 11:26 PM, Edward Ansell wrote:

Dear MI·.Quaglia:

In-N-Out Burgers
v.

Brian & Sandra Quaglia
Opposition 91186018

Exhibit B

TIns is a follow-up to our telephone conversation of Friday,
April 10, the purpose of which was to conduct the mandatory Discovery Conference, set
forth in the schedule at page 7 of the 12-page Opinion by the Trademark Trial and Appeal
Board, mailed on April 3, 2009. The deadline for the Conference was designated as April

11, which is Saturday, and that is why I phoned you on the10th. This requirement also
applies to Sandra Quaglia, the owner of an undivided interest in your trademark
application.

Since you said you didn't know what my call was about, I agreed to send you an
explanatoryemail. As more fully set f011hin Trademark Rule 2. 120(a)(2), a copy of
which is attached, the Board Order instituting the Opposition directs the parties to discllss
the following topics as part of the Discovery Conference:

1. The nature of and basis for their respective claims and defenses;

2. The possibility of settling the case or at least narrowing the scope of claims or
defenses; and

3. Arrangements relating to disclosures, discovery, and introduction of evidence at
trial.

Please pass this information on to Sandra Quaglia as I will call again on Monday,
April 13. I hope you will find this information helpful.

Sincerely yours,

http://us.mc841.mai1.yahoo.com/mc/showMessage?fid=Inbox&sort=date&order=down&st. .. 4/12/2009



Re: Trademark Opposition 91186018 -- IN-N-OUT BURGERS v. Brian and Sandra Quag ... Page 2 of2

/Edward O. Ansell!

CONFIDENTIALITY NOTICE: The information and all attachments contained in this electronic

communication are legally privileged and confidential information, subject to the attorney-client
privilege and intended only for the use of the intended recipients. If the reader of this message is
not an intended recipient, you are hereby notified that any review, use, dissemination, distribution
or copying of this communication is strictly prohibited. If you have received this communication in
error, please notify us immediately of the error by return email and please permanently remove
any copies of this message from your system and do not retain any copies, whether in electronic
or physical form or otherwise.
<QUAGLIARULES.pdf>

http://us.mc841.mail. yahoo.com/mc/showMessage?fid=Inbox&sort=date&order=down&st ... 4/12/2009



Sincerely,

/Edward O. Ansell/

Attorney for Opposer

· ..

Re: Trademark Opposition 91186018 -- IN-N-OUT BURGERS v. Brian and Sandra Quag ... Page 1 01'2

Re: Trademark Opposition 91186018 --IN-N-OUT BURGERS v. Brian and Sandra Quaglia
Sunday, April 12, 20094:44 PM

From: "Edward Ansell" <anselaw@verizon.net>

To: "brianq@whydesign.com" <brianq@whydesign.com>
Bee: "Arnie M. Wensinger" <AWensinger@innout.com>, "Rachel Blake" <rblake@innout.com>

Dear Mr. Quaglia:
Unfortunately, I have received no such letter. If you and Sandra Quaglia do not wish to proceed. with this

Opposition, you must both clearly say so ,since Ms. Qualglia is the owner of an undivided interest in
trademark application 76/687,307 for IN & OUT, Otherwise, we will have to proceed .Please let me know your
joint wishes ASAP so I can inform the TTAB. - -- ---

In-N-Out Burgers
v.

Brian & Sandra Quaglia
Opposition 91186018

Exhibit C

--- On Sun, 4/12/09, brianq@whydesign.com <brianq@whydesign.com> wrote:

From: brianq@whydesign.com <brianq@whydesign.com>
Subject: Re: Trademark Opposition 91186018 -- IN-N-OUT BURGERS v. Brian and Sandra Quaglia
To: "Edward Ansell" <anselaw@verizon.net>
Date: Sunday, April 12, 2009, 3:19 PM

I WAS TOLD THAT WE HAD SBMITTED A LETTER TO YOU SOME TIME AGO SAYING WE ARE
NOT ARGUING THE POINT.; THIS ITEM WE ARE NOT EVEN PROCEEDING WITH AND HAVE
NOT PRODUCED ANYTHING ... ITS A DICE GAME. AND IT HAS NEVER BEEN MADE IT WAS
ONLY AN IDEA A LONG TIME AGO.
B

On Apr 10, 2009, at 11:26 PM, Edward Ansell wrote:

Dear Mr.Quaglia:

This is a follow-up to our telephone conversation of
Friday. April 10. the purpose of which was to conduct the mandatory Discovery
Conference, set forth in the schedule at page 7 of the 12-page Opinion by the
Trademark Trial and Appeal Board. mailed on April 3, 2009. The deadline for
the Conference was designated as April 11, which is Saturday. and that is why I

phoned you on the lOth. This requirement also applies to Sandra Quaglia. the
owner of an undivided interest in your trademark application.

Since you said you didn't know what my call was about, I agreed to send
you an explanatory email. As more fully set forth in Trademark Rule 2.120(a)
(2), a copy of which is attached, the Board Order instituting the Opposition

http://us.mc841.mail. yahoo .com/mc/showMessage?fid=10B&sort=date&order=down&sta ... 4/20/2009



Re: Trademark Opposition 91186018 -- IN-N-OUT BURGERS v. Brian and Sandra Quag ... Page 2 of2

directs the parties to discuss the following topics as part of the Discovery
Conference:

1. The nature of and basis for their respective claims and defenses;

2. The possibility of settling the case or at least narrowing the scope of claims
or defenses; and

3. Arrangements relating to disclosures, discovery, and introduction of
evidence at trial.

Please pass this information on to Sandra Quaglia as I will call again on
Monday, Aprill3. I hope you will find this information helpful.

Sincerely yours,

/Edward O. Ansell!

CONFIDENTIALITY NOTICE: The information and all attachments contained in this

electronic communication are legally privileged and confidential information, subject to
the attorney-client privilege and intended only for the use of the intended recipients. If
the reader of this message is not an intended recipient, you are hereby notified that any
review, use, dissemination, distribution or copying of this communication is strictly
prohibited. If you have received this communication in error, please notify us
immediately of the error by return email and please permanently remove any copies of
this message from your system and do not retain any copies, whether in electronic or
physical form or otherwise.
<QUAGLIARULES.pdf>

http://us.mc84l.mail. yahoo .com/mc/ showMessage?fid=I0B&sort=date&order=down&sta ... 4/20/2009



IN THE UNITED STA TES PA TENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In-N-Out Burgers
Opposer

v.

Brian Quaglia and Sandra Quaglia
Applicants

)
)
)
)
)
)
)
2

Application No. 76/687,302

Filed: March 3, 2008

FIRST AMENDED NOTICE OF OPPOSITION

Opposer, In-N-Out Burgers, a California Corporation, with a business address of

4199 Campus Drive(10th Floor), Irvine, CA 92612, hereby opposes registration of the

mark IN & OUT that is the subject of application 76/687,302, published in the Official

Gazette of July 22, 2008 and requests that registration to Applicants be refused.

1. Opposer, for many years and since long prior to any date of first use upon which

Applicants can rely, has adopted and continuously uses the termin-n-out in

connection with retail and mail order merchandise including sporting equipment

for a game;

2. Opposer for many years and long prior to any date of first use upon which

Applicants can rely, has adopted and continually used the term IN-N-OUT

OPOL Y for a game, namely, a board game including dice;

3. Opposer is the owner of registration 2,285,823 for the markin-n-out for

computer services, namely, providing data bases in the field of restaurant services,

and in the field of retail and mail order merchandising services, and said

registration is valid, subsisting, unrevoked and uncanceled. A current printout of

1

In-N-Out Burgers
v.

Brian & Sandra Quaglia
Opposition 91186018

Exhibit D



information from the electronic database records of the USPTO showing the

current status and title of the registration is attached.

4. Opposer, for many years and since long prior to any date of first use upon which

Applicants can rely has adopted and continuously used the term IN-N-OUT in

connection with its sponsorship of games, namely, golf tournaments to raise

money for donation to organizations with the intent to help abused and neglected

children.

5. Opposer is the owner of registrations 1,514,689 and 1,960,015 for the mark IN-N-

OUT BURGER and design for shirts, baseball caps, letterman's jackets and cook

aprons; retail and mail order services featuring watches, novelty jewelry, key

rings, drinking utensils, clothing, aprons and sporting equipment, each of which

is valid, subsisting, unrevoked, incontestable and uncanceled. A current printout

of information from electronic database records of the USPTO· showing the

current status and title of the registration is attached.

6. Opposer, for many years and since long prior to any date of first use upon which

Applicants can rely, has adopted and continuously used the terms IN-N-OUT and

IN-N-OUT BURGER in connection with the operation of its restaurant services,

including take-out services. Opposer's marks have achieved a high degree of

public recognition and renown and have received extensive media attention.

7. Opposer is the owner of the following registrations for the mark IN-N-OUT for

restaurant services and carry-out restaurant services, each of said registrations

being valid, subsisting, unrevoked and uncanceled: IN-N-OUT--l,085,163;

1,522,799; 1,525,982. A current printout of information from electronic database

2



records of the USPTO showing the current status and title of the registration is

attached.

8. Opposer is the owner of the following registrations for the mark IN-N-OUT for

food items associated with its restaurant services, including take-out services,

namely cheeseburgers, hamburgers, french fried potatoes, hot coffee, milk,

milkshakes, lemonade and soft drinks, each of which is valid, subsisting,

unrevoked and uncanceled: IN-N-OUT -- 1,101,628; 1,101,638; 1,522,799;

1,525,982. A current printout of information from electronic database records of

the USPTO showing the current status and title of the registration is attached.

9. Opposer is the owner of Registration 2,217,307 for the mark IN-N-OUT for

shirts, baseball caps, letterman's jackets and cooks aprons, said registration being

valid, subsisting, unrevoked, incontestable and uncanceled. A current printout of

information from electronic database records of the USPTO showing the current

status and title of the registration is attached.

10. Applicants' mark so resembles Opposer's previously used and registered marks

in-n-out, IN-N-OUT and IN-N-OUT BURGER as to be likely, when used in

connection with the goods set forth in Applicants' application, to cause confusion,

mistake, or deception within the meaning of Section 2(d) of the Lanham Act.

11. Applicants' mark so resembles Opposer's previously used, registered, and famous

marks inn-n-out, IN-N-OUT and IN-N-OUT BURGER as to be likely, when used

in connection with the goods set forth in Applicants' application, to lessen the

capacity of Opposer's said marks to identify and distinguish Opposer's services

and goods, regardless of the presence or absence of competition between Opposer



and Applicants, or likelihood of confusion, mistake or deception within the

meaning of Section 43(c) of the Lanham Act.

12. Application 76/687,302 for the mark IN& OUT, originally and currently filed on

the basis of Section l(a) of the Trademark Act, is fraudulent inasmuch as the

goods set forth in the application's description of goods have not been used "in

commerce."

WHEREFORE, Opposer prays that the opposition be sustained and that

registration to Applicants be refused.

By

Date: April ~ct,2009

Attachments:

A. Registration 2,285,823
B. Registration 1,514,689
C. Registration 1,960,015
D. Registration 1,085,163
E. Registration 1,522,799
F. Registration 1,525,982
G. Registration 1,101,628
H. Registration 1,101,638
1. Registration 2,217,307

427 N. Yale Ave., #204
P.O. Box 1163
Claremont, CA 91711
Tel: (909) 621-1985
Fax: (909) 624-1664
Email: anselaw@verizon.net

Respectfully submitted,

a-out Burgers Q~~ce, .~
/Edward O. Ansell/
Edward O. Ansell

Attorney for Opposer

4



PROOF OF SERVICE:

I hereby certify that on April 28, 2009, a copy of the foregoing First Amended
Notice Of Opposition was deposited with the U.S. Postal Service, first class mail
postage prepaid, to Applicant, Brian Quaglia, 151 Airport Rd., Warwick, RI
02886.

!Edward O. Ansell!
Edward O. Ansell

PROOF OF SERVICE:

I hereby certify that on April 28, 2009, a copy of the foregoing First Amended
Notice Of Opposition was deposited with deposited with the U.S. Postal Service,
first class mail postage prepaid, to Applicant Sandra Quaglia, 77 Peck Street,
Rehoboth, MA 02769-2806

!Edward O. Ansell!
Edward O. Ansell

5


	IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
	BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

	IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
	BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

		The facts concerning Applicant’s fraud in filing and prosecuting Applicant’s application have only recently come to light and are set forth more fully in the Ansell Declaration. As set forth in the schedule at page 7 of the Board Order of March 13, on Friday, April 10, 2009, counsel for Opposer telephoned Applicant Brian Quaglia for the mandatory discovery conference, the deadline for which was April 11.  Mr. Quaglia professed ignorance of the requirement, and counsel for Opposer volunteered to provide Mr. Quaglia with explanatory material, including a copy of Trademark Rule 2.120(a)(2), which was sent on April 10.   
		Inasmuch as Opposer’s counsel had indicated a desire to continue the conference on the 13th, Mr. Quaglia sent an email response on April 12 to forestall said conference, indicating that Applicants’ goods had never been produced and “IT HAS NEVER BEEN MADE.  IT WAS ONLY AN IDEA A LONG TIME AGO.”
		Counsel for Opposer responded, advising Mr. Quaglia that if he and Sandra Quaglia did not wish to proceed, he should advise counsel for Opposer.  Nothing further has been heard from Applicants.  Opposer seeks leave to amend its Notice of Opposition to add a cause of action for fraud.  	Applicants admit that they have not used at the time of Applicant’s application, and have never used, Applicants’ mark in U.S. commerce in connection with the goods listed in Applicants’ Application. 

